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The completed volumes of The TRADE-MARK 
REPORTER may be had in a BUCKRAM 
BINDING, as well as in CLOTH. 


Most of our subscribers have completed their 
sets of bound volumes. Have you? If not, con- 


sult the price list below. 


If your monthly issues are in good condition, we 
will exchange them for a bound volume. The 
charge is nominal and merely covers the cost of 


binding. 


BOUND VOLUMES 


Exchange for 


New monthly issues 
Brown Cloth, Vols. 1-5, $3.50 1.75 
Later Vols. 4.00 2.00 
Brown Buckram, Vols. 1-5, 4.00 2.00 
Later Vols. 4.50 2.50 
Half Morocco, Vols. 1-5, 5.00 2.50 
Later Vols. 6.00 3.50 


Books will be shipped by cheapest method. 
Transportation is added to the above prices. 
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In RE Lesuie-JupGe Co., Petition or GREEN 
(272 Fed. Rep. 886) 


United States Circuit Court of Appeals, Second Circuit 
April 19, 1921 


Trape-Marxs anp Goop-Witt—Petition rN Bankruprcy—Va.ipITy OF 

CuatreL Morrcace to Cover Trape-Marks. 

In bankruptcy proceedings, an order directing that the property 
be sold free of the lien of a chattel mortgage is affirmed, inasmuch as 
such a mortgage, since it does not cover the business of the bankrupt, 
cannot cover the good-will and trade-marks used therein, as these are 
not property which can be owned in gross. 

Leslie-Judge Company, bankrupt. Petition to revise an order 
of the District Court directing property of the bankrupt to be sold 


free of the lien of a mortgage. Order affirmed. 


Francis M. Scott, of New York City, for petitioner. 

Saul S. Myers, of New York City (Selden Bacon, of New 
York City, of counsel), for receiver. 

Kellogg, Emery & Cuthell, of New York City, for Doubleday, 
Page & Co. and Review of Reviews Co. 

George E. Nelson, of New York City, for West Virginia Pulp 
& Paper Co. 

Henry Siegrist, of New York City (Dean Emery, Frederic R. 
Kellogg and George E. Nelson, all of New York City, 
of counsel), for Charles Schweinler Press. 


Before Warp, Rocers, and Hoven, Circuit Judges. 


Warp, Circuit Judge: This is a petition to revise an order of 
Judge Manton, sitting in the District Court for the Southern Dis- 
trict of New York, directing that the property of the bankrupt 
be sold free of the lien of a mortgage dated August 1, 1909, to 
the Title Guarantee & Trust Company, as trustee, to secure an 
authorized issue of the company’s bonds to the amount of $700,000, 
most of which the petitioner-appellant, Green, owns. 

As the business of the company, now being conducted by the 
receiver, is in a, so to speak, perishable condition, all parties request 
us to pass upon the validity of the mortgage, which Judge Manton 
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declined to do. This being plainly for the benefit of all concerned, 
we shall proceed to do so. The property covered by the mortgage 
is described as follows: 


“All goods and chattels wherever situated, including plant, machinery, 
equipment, supplies of all kinds, furniture, and all personal and other 
property, property rights, good-will, copyrights, trade-marks, and choses 
in action of every kind whatsoever, as now owned or which may hereafter 
be acquired or owned by the company, and also all the estate, right, title, 
interest, property, possession, income, and demand whatsoever, as well in 
law as in equity of the company, to have and to hold the same and every 
part thereof.” 


The New York law (Laws 1883, c. 279) regulating chattel 
mortages applies, not to personal property generally, but to chat- 
tels. Booth v. Kehoe, 71 N. Y. 841; Niles v. Mathusa, 162 N. Y. 
546, 57 N. E. 184. This mortgage, therefore, does not as a chattel 
mortgage cover the only property in dispute here, viz., copyrights, 
good-will, and trade-marks. Moreover, there was a failure to refile 
the mortgage in the year 1913, as required by the statute, which 
made it invalid as to all creditors, both those whose claims accrued 
after as well as before a refiling, as we have heretofore held. In 
re Watts-Woodward Press Co., 181 Fed. 71, 104 C. C. A. 105; 
In re Schmidt, 181 Fed. 78, 104 C. C. A. 107. 

But it is contended that, even if the instrument in question be 
invalid as a chattel mortgage, it remains as a mortgage of intangi- 
bles, viz., copyrights, good-will, and trade-marks. In Chemung 
Bank v. Payne, 164 N. Y. 252, 58 N. E. 101, greatly relied upon 
by the appellant, the mortgage covered real property and as a 
chattel mortgage. Though the instrument was held invalid as a 
chattel mortgage, the recorded mortgage was sustained as to real 
estate. But there is no statute of New York regulating the mort- 
gaging of these intangibles, and copyrights may be at once excluded 
from consideration, because they can be mortgaged only under the 
federal copyright law (Comp. St. §§ 9517-9524, 95380, 9584). 

If we assume, in the absence of any statute, that the instru- 
ment was effective between the parties as a mortgage of good-will 
and trade-marks, we think, on general principles of law, that it 
would not be good as against creditors in respect to the good-will, 
because of the following provision: 
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“Until such default the company may sell any of the property hereby 
mortgaged, which it no longer needs for the purpose of its business, except 
trade-marks and copyrights. It may also, at all times, issue and sell any 
of its periodicals or publications of every kind whatsoever, and use the 
proceeds of such sales of property, periodicals, or publications for any 
corporate purpose.” 

This provision made the mortgage fraudulent as matter of 
law and void in toto as to creditors. Russell v. Winne, 37 N. Y. 
591, 97 Am. Dec. 755; Skilton v. Codington, 185 N. Y. 80, 90, 
7 N. E. 790, 118 Am. St. Rep. 885. 

But a further and conclusive reason for holding that the instru- 
ment does not cover the good-will and trade-marks is that they 
are not property which can be owned in gross. They arise out 
of a particular business, and do not exist apart from that business. 
Bank v. Dispatch Co., 149 U. S. 446, 13 Sup. Ct. 944, 37 L. Ed. 
799; Hopkins on Trade-Marks (2d Ed.) pp. 193 and 1921. As 
the mortgage in question does not pretend to cover the company’s 
business and franchises, it confers no lien whatever upon the good- 
will and trade-marks. If the company could not have sold its 
good-will and trade-marks apart from its business, it evidently 
could not mortgage them. 

It was within the discretion of the court below to order the 
property to be sold free of the mortgage, and we discover no 
abuse of discretion. In re Franklin Brewing Co., 249 Fed. 333, 
161 C. C. A. 341. 

We hold that the mortgage is invalid, and affirm the decree of 
the court below. 


Mason, Av & MaGENHEIMER CONFECTIONERY MANUFACTURING 
Company v. Cuumas BrotuHers, ET AL. 


United States District Court for the Eastern District of New York 


July 21, 1921 


TrapE-Marks—INFRINGEMENT AND Uwnratrr CoMPETITION—IMITATION OF 
Ip—EA AND Trave Features—INJUNCTION. 

The putting out by defendants of a chocolate-covered confection, 

moulded in a peculiar irregular form, under the name “Alps,” con- 

stitutes unfair competition with plaintiff, which had long prior to 
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defendants’ starting in business been making, advertising and selling 
a similar confection under the name “Peaks,” especially as not only 
the idea suggested by the latter mark was copied, but also the dress, 
style and appearance of the goods. 


In equity. Suit for infringement and unfair competition. 
Judgment for plaintiff. 


Dyer & Taylor, of New York City (John Robert Taylor and 
Gustav Drews, of New York City, of counsel), for plain- 
tiff. 

Ingraham, Sheehan & Moran, of New York City (George L. 
Ingraham and Carl A. Rood, of counsel), for defendants. 


CuatFiELp, J.: The plaintiff has brought two actions (against 
individual defendants in the one case, and against their successor 
corporation in the other) asking for an injunction against alleged 
violation of trade-mark and unfair competition by the sale of an 
uneven roll or bar of candy, made of cocoanut, covered with choc- 
olate, wrapped in foil, and more or less similar, in shape and in the 
lettering upon the foil, to a candy put upon the market by the 
plaintiff and known as Mason’s Peaks. 

The candy sold by the defendants is labeled and known as 
Alps. 

The record shows extensive advertising on the part of the 
plaintiff, all to the end of fixing in the minds of the public the 
idea of heaps, summits or mountains, as suggesting or suggestive 
of the so-called peaks of chocolate candy. 

The word “Peaks” as printed upon the foil label is given 
the form of a design by connecting the K and S, in order to show 
originality and to avoid the possible charge of mere description 
in the word. The A and S of the word “Alps” are likewise con- 
nected. 

In the first place it must be held that the word “Peaks” when 
applied in such connection is capable of registration as a trade- 
mark. Nothing has been presented in the case which would indi- 
cate that the word “Peaks,” in such a use, is so descriptive as to 
render its use as a trade-mark invalid. In the next place the word 
“Alps” is in the same general class and suggestive of a similar idea. 
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The many cases that have been decided under the doctrine of 
unfair competition and infringement of trade-mark depend upon 
the existence of similarity rather than identity in the imita- 
tion. This similarity may be entirely in the suggestion rather 
than in the word itself, such as “Uneeda” infringed by ‘“‘Iwanta,’ 
National Biscuit Co. v. Baker, 95 Fed. 189; “Holeproof” infringed 
by “Nohole,” Holeproof Hosiery Co. v. Fitts, 167 Fed. 378; ““Keep- 
Clean” infringed by “Sta-Kleen,’ Florence Mfg. Co. v. J. C. Dowd 
Co., 178 Fed. 78 [1 T. M. Rep. 289]. 

In this regard, it is evident that a similar candy, of similar 
materials, generally similar in size and appearance, wrapped in 
a similar style of foil and marked with a similar name, is too near 
in its imitation to be allowable as a competing commercial article, 
even though the persons selling the two articles have followed 
similar paths independently of each other, in the conclusion that 
the design is of commercial value. 

Cocoanut candy in various forms of shredded material is, of 
course, old. Chocolate-covered candy is old. The use of foil 
wrapping the candy is old. The formation of the confection in 
the shape of a cone or ball or stick or bar is old. The use of blue 
or red letters in order to show upon the foil is old. The wrapping 
of individual masses in the form of a bar or stick is old, whether 
produced by hand or by machinery. 

Use of each one of these elements may have occurred to the 
defendants without realization of any actual imitation of the plain- 
tiff’s candy, inasmuch as the use of each one of these elements was 
merely the taking of an old feature as an obvious means of working 
out an idea. But so long as the plaintiff was the first upon the 
market, in the use of candy embodying all these ideas, the de- 
fendants are guilty of unfair competition in placing upon the mar- 
ket and selling a candy so closely resembling the plaintiff’s in 
every particular as to make it necessary to carefully examine the 
label, or to carefully differentiate in the taste of the contents, in 
order to tell which is which. One would be readily salable for 
the other, and according to the testimony, the defendants’ product 
has at times, if not continuously, been sold at slightly lower price 
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than the plaintiff’s, and the defendants therefore profited by the 
competition. 

The word “Alps” is said to have been taken from a restaurant 
where the candy was to be sold, rather than from similarity of 
“Alps” to “Peaks” in commercial suggestion. But the significance of 
its meaning could not be disregarded because an intermediate appli- 
cation of the name was made by other parties. Such an excuse 
would be of no avail with wrong intent. The defendants beg the 
question when they seek to show lack of intent by citing use to 
prove the purpose. 

When we come to the trade-mark side of the case, the plaintiff 
should prevail. The designs are similar, confusing and deceiving 
when considered with their use on the same class of goods, for 
sale to the same public, and with the same suggestion of idea to 
the public. 

The plaintiff uses boxes and wrappings which of themselves 
furnish advertising of its candies. The defendants do not place 
the advertising of their article upon their containers. From this 
the plaintiff argues that the defendants are attempting to evade the 
charge of competition and are seeking to make it easier for indi- 
vidual dealers to deceive the public by substituting the single bars 
of candy and thus secure for themselves a larger profit. The 
defendant, on the other hand, argues that the difference in the 
container shows a lack of intention to imitate. 

Neither argument is conclusive, but the methods by which the 
defendants’ candy is placed upon the market, lend themselves 
so easily to unfair competition, that greater reason exists for 
restraining the descriptive label upon the candies themselves. 

Some attempt was made by the defendants to show that in 
small quantities their package was the original, but the evidence 
does not prove that the defendants placed their article upon the 
market in the form in which it is now sold to the public, or that 
the advertising of their package was formulated until there was 
some public demand for these articles, even if the defendants were 
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not at the time definitely seeking to profit by the plaintiff's adver- 
tising and market, or aware of the plaintiff's rights. 
The plaintiff may have a decree. 


VERMONT MapLe Syrup Co., Inc. v. F. N. Jonnson Mapie Syrup 
Co., ET AL. 
F. N. JoHnson Mapte Syrup Co. v. VERMontT Mapte Syrvp Co., 
Inc. 
United States District Court, District of Vermont 
April 30, 1921 
Trape-Marks—Use Unover License at Witt—Uwnram Competition—In- 

JUNCTION. 

The Vermont Maple Syrup Company, having acquired by a license 
at will from the Johnson Company the use of the latter’s trade-mark 
“Sugarbird” within a certain limited territory, did not thereby obtain, 
nor the Johnson Company part with, any right or title thereto, and 
the continued use of the mark in said territory by the former com- 
pany after its license was revoked is wrongful, and it will be enjoined 
from further infringing the mark. 

In equity. Action for trade-mark infringement, and cross suit 
by defendant. Decree for the Johnson Company. 


Shields § Conant, of St. Johnsbury, Vt., Allen Martin, of 
Essex Junction, Vt., and Warren R. Austin, of Burlington, 
Vt., for Vermont Maple Syrup Co., Ince. 

Miller & Middleton, of Bellefontaine, Ohio, and V. A. Bullard. 
of Burlington, Vt., for F. N. Johnson Maple Syrup Co. 


Howe, District Judge: The F. N. Johnson Maple Syrup 
Company gave the Vermont Maple Syrup Company a license at 
will to use its trade-mark “‘Sugarbird” throughout New England, 
New York, New Jersey, and in the vicinity of Philadelphia, Pa. 
The Vermont Company having failed in negotiating for any other 
right to use the trade-mark, and having learned that the mark was 
not registered, took out registration in its own name under the 
laws of the United States, Vermont, New Hampshire, Maine, 
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Massachusetts, Connecticut, Rhode Island, New York, and New 
Jersey, intending by such registration to deprive the Johnson Com- 
pany of its mark and obtain a valid title thereto in that section of 
the country, but on application of the Johnson Company the United 
States registration was promptly revoked and granted to the John- 
son Company. 

The Vermont Company now claims that, as it was the first 
one to use the trade-mark in that territory, it thereby acquired the 
exclusive right to the mark, notwithstanding it was using it as a 
license of the Johnson Company, and it seeks to enjoin that com- 
pany from using the mark in that territory. To support this prop- 
osition it relies on Hanover Star Milling Co. v. Metcalf, 240 U. S. 
408, 36 Sup. Ct. 357, 60 L. Ed. 718 [6 T. M. Rep. 149], and 
United Drug Co. v. Rectanus Co., 248 U. S. 90, 39 Sup. Ct. 48, 
63 L. Ed. 141 [9 T. M. Rep. 1], but no such rule was adopted 
in either case. There different persons had in good faith adopted 
the same trade-mark, and each established and built up his trade 
in distant sections of the country from each other, without knowing 
of the other’s mark or trade, and it was held that each should be 
protected in his territory, regardless of which person first used 
the mark; but in the case at bar, the Vermont Company knew that 
the trade-mark had been adopted and used by the Johnson Com- 
pany in its business in Ohio and in other sections of the country 
for a long time before the Vermont Company commenced using the 
trade-mark under its license, and consequently the cases are not 
authority for the proposition advanced. 

It is true that a trade-mark is not the subject of property, 
except in connection with an existing business. It is a right 
appurtenant to a business in which it is used, and grows out of its 
use, but not its adoption. It is not a right in gross, for its purpose 
is to designate the goods made by a particular person, and to 
protect the good-will of that person’s business against the sale of 
the same variety of goods made by others. 

A trade-mark cannot travel to markets where there is no article 
to wear the badge and no trader to supply the article. Hanover 
Star Milling Co. v. Metcalf, supra, 240 U. S. 416, 86 Sup. Ct. 361, 
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60 L. Ed. 713 [6 T. M. Rep. 149], but this rule does not mean 
that the person who first uses the trade-mark of another as his 
licensee in new territory thereby becomes the absolute owner of it 
in that territory, for a person may introduce his trade-mark and 
create a demand for his variety of goods in new territory by 
licenses. His mark thus travels to markets where there is an 
article to wear the badge and a trader to supply the article. Han- 
over Star Milling Co. v. Metcalf, supra, 240 U. S. 416, 36 Sup. 
Ct. 361, 60 L. Ed. 713. 

The Johnson Company planned the Vermont Company and 
invited its present owners to join in going into its line of business 
in territory where it had not up to that time extended its business. 
The Johnson Company owned one-half the capital stock and fur- 
nished one-half of the financial means required to carry on the 
business of the Vermont Company until April 7, 1920, when it 
sold its interest therein to the present owners, who were its original 
associates. While the parties were engaged in the business, the 
Johnson Company repeatedly informed the Vermont Company that, 
the more the mark was used, the more valuable it became, and for 
that reason it was anxious to have it used as much as possible. 
The Vermont Company was well aware that its license might be 
revoked, and that was the reason why it continually tried to obtain 
a better right to the trade-mark from the Johnson Company; but 
this request was continually refused, and the business was carried 
on under the license until it was revoked. 

By selling its interest in the Vermont Company, the Johnson 
Company did not part with any right or title to its trade-mark. 
No advantage was taken by either party in that transaction. There 
was no duty imposed upon the Johnson Company to speak of its 
right to the trade-mark at the time it made the sale. All the par- 
ties understood that the Vermont Company was a licensee at will 
and, no one having been misled in that transaction, no one is 
estopped by it. As soon as reasonably possible after the Johnson 
Company sold its interest in the Vermont Company, and revoked 


the license, it commenced selling “Sugarbird” syrup in the licensed 
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territory. This was what the Vermont Company was fearful of, 
and what the Johnson Company had a legal right to do. 

The Vermont Company having continued selling the same blend 
of syrup under the trade-mark “Sugarbird” after the license was 
revoked, it is not only liable for damages to the Johnson Company, 
but should be enjoined from further infringing the trade-mark. 

Let an account be taken of the damages, and a decree entered 


accordingly. : 


ZweEck Vv. ABERDEEN Launpry & Dry CLEANING Co., ET AL. 
(183 Northwestern Rep. 118) 


Supreme Court of South Dakota 
June 2, 1921 


TrapE-Marks AND TrapE-Names—GeoocraPHIcaAL Term—Lacnues—Insunc- 

TION. 

Where respondent and his predecessors had, long prior to the 
use of the name “Aberdeen Laundry & Dry Cleaning Company,” by 
the appellant, adopted and used in a similar business the trade-name 
“Aberdeen Dry Cleaning Works,” respondent is entitled to be pro- 
tected in such case, and delay in bringing suit is not a bar to obtaining 
injunction. 

In equity. Action for unfair competition. From judgment 
for plaintiff and from order denying new trial, defendants appeal. 


Judgment and order affirmed. 


Max Stokes and C. O. Newcomb, both of Aberdeen, S. D., 
for appellants. 
Van Slyke & Agor, of Aberdeen, S. D., for respondent. 


Gates, J.: Action for damages for unfair competition and 
for an injunction. Trial to the court without a jury. From a 
judgment for plaintiff and from an order denying new trial de- 
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fendants appeal. 

This action was begun in 1919. For about 15 years prior 
thereto plaintiff and his predecessors conducted a dry cleaning and 
dyeing business in the city of Aberdeen under the trade-name ; 
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“Aberdeen Dry Cleaning Works.” From 1901 until 1916 two of 
defendants conducted a laundry business in Aberdeen under the 
name “Aberdeen Steam Laundry.” In 1911 the said two defend- 
ants purchased a business known as the “Sanitary Dry Cleaning 
& Dye Works,” then doing business in Aberdeen. Afterwards an- 
other of defendants purchased an interest in the latter business, 
and the same was conducted by the defendant Tiffany under said 
name “Sanitary Dry Cleaning & Dye Works” until August, 1916, 
when the defendant corporation, “Aberdeen Laundry & Dry Clean- 
ing Company,” was incorporated and both businesses of defendants 
were consolidated under said corporate name and they were there- 
afterwards so conducted. 

Appellants complain of the insufficiency of the evidence to 
sustain the findings. From ample competent evidence the trial 
court found facts showing that confusion and loss resulted to re- 
spondent’s business from and after the adoption and use by defend- 
ants of their present trade-name. From ample competent evidence 
the trial court also found: 

“The court further finds from the evidence that defendants did fraud- 
ulently appropriate to their use and did operate their business under 
the name ‘Aberdeen Laundry & Dry Cleaning Company,’ and did, after 
knowledge of the confusion created thereby and the loss and injury sus- 
tained by the plaintiff, continue to operate its said business under said 
corporate name, whereby the plaintiff suffered irreparable loss and injury.” 

From the findings of fact the trial court entered the following 
conclusion of law: 

“The court finds, as a conclusion of law, that the plaintiff is entitled 
to a judgment forever enjoining and restraining the defendants, their 
agents and servants, from doing business under the corporate name ‘Aber- 
deen Laundry & Dry Cleaning Company,’ and from advertising or solicit- 
ing trade thereunder and from using the trade-name of the plaintiff or 
the names ‘Aberdeen Dry Cleaning Company,’ ‘Aberdeen Dry Cleaning 
Company,’ or ‘Aberdeen Dry Cleaners,’ and from receiving any business 
thereunder shipped or transmitted or otherwise forwarded to the plaintiff 
under such names, and from pretending to be the plaintiff or his repre- 
sentatives.” 

Appellants contend that this action cannot be maintained be- 
cause of section 490, Rev. Code 1919, and because of the decision 
in Bidwell v. Collins, 39 S. D. 895, 164 N. W. 969. In construing 
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that section of the Code (then section 892, Rev. Civ. Code 1903) 
in that case it was especially pointed out that the question of unfair 
competition was not involved. Respondent asserts this legal prop- 
osition: 

“The first dealer in a particular business to adopt and use and give 
value to a trade-name consisting of geographical, generic, or descriptive 
terms, and therefore not subject to exclusive appropriation as a trade- 
name will nevertheless be entitled to have the business which he has built 
up under such name protected against unfair competition on the part of 
subsequent rival traders, and equity may enjoin the use of such trade- 
names or similar names by subsequent rival traders where necessary to 
protect the business built up by the first dealer.” 

We think this proposition is sound in law, and that the facts 
of this case justify its application. 38 Cyc. 808; 26 R. C. L. 889; 
Nims, Unfair Competition and Trade-Marks, pp. 190-282. 

Finally appellants urge that respondent’s laches in bringing 
suit is a bar to the action. The trial court did not award money 
damages to respondent. In suits based on unfair competition it 
is well settled that mere laches in the bringing of suit is not a bar 
to the injunctional features of a cause. 38 Cyc. 881. Moreover, 
one of the acts of appellants tending strongly to show a lack of 
good faith on their part occurred only a short time before this 
action was brought. 


The judgment and order appealed from are affirmed. 


Hay v. Matone 
(288 O. G. 431) 


Court of Appeals of the District of Columbia 
May 2, 1921 


Trape-Marxs—Opposirion—ApreaLt—Use or “Hay-po” anp “Poro,” Wrirn 

IpenTIcAL FEATURES. 

The prior use by the registrant of the word “Poro,” with por- 
traits showing “before” and “after” use as a trade-mark for hair- 
dressing, is ground for sustaining opposition to the registration of 
a trade-mark consisting of the word “Hay-Po,” with substantially the 
same portraits for the same goods. 
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Appeal from a decision of the Commissioner of Patents. 
Affirmed. 


Peyton Gordon and H. M. Sterling, for appellant. 
J. D. Rippey and L. C. Kingsland, for appellee. 


Van Orspvet, J.: This is a trade-mark opposition proceeding 
brought under section 6 of the Trade-Mark Act of February 20, 
1905, and involves the right of appellant Hay to register the words 
“Hay-Po” as a trade-mark for hair-dressing. 

The mark of the opposer Malone consists of substantially the 
same portrait ‘before’ and “after,” with the word “Poro” printed 
above, all inclosed within a circle. Opposer has established prior 
use of her mark. 

It is unnecessary to pass upon appellant’s right to register 
the word “Hay-Po” alone, since it does not appear that he has 
ever used it in trade independent of the other features of the mark 
as shown. There must be actual trade-mark use to entitle the 
owner to registration. Hence, applicant must stand or fall upon 
the actual use of the mark. 

In a former proceeding, appellant attempted to register the 
mark with the “before” and “after” features, and was successfully 
opposed by appellee. On this point, the Commissioner, in his 
opinion, said: 

“An applicant should not be allowed to register one feature of his 
mark when it discloses other prominent and material features. Such 
practice would enable an applicant using a compound mark when rejected 
on a previous compound mark to select the feature not shown in the 
prior mark and register it and thus evade the rejection, although actually 


using a mark that infringed the prior mark. This would evidently lead 
to intolerable results.” 


We think appellee has clearly established that she would be 
injured by the registration of appellant’s mark, and where that fact 
is shown, the opposition should be sustained. 

The decision of the Commissioner of Patents is affirmed. 
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ARBUCKLE Brotuers Vv. STEPHEN L. Bartitett Company 
Commissioner of Patents 
July 9, 1921 


Trape-MarKxs—Opposition—“HavesoME” AND “DrinksuM” CONFUSINGLY 
SIMILAR. 


Inasmuch as the use by opposer of the word “Drinksum” as a 
trade-mark for coffee antedates applicant’s first use of the word 
“Havesome” on cocoa, and the goods have been held to be of the 
same descriptive properties, the opposition is sustained. 


Appeal from a decision of the Examiner of Interferences. 


Reversed. 


Fraser, Turk & Myers, of New York City, for Arbuckle 
Brothers. 

Mitchell, Chadwick § Kent, of Boston, Mass., for Stephen L. 
Bartlett Company. 


Kart Fennina, A. C.: This is an appeal from the decision 
of the Examiner of Interferences dismissing an opposition proceed- 
ing instituted by Arbuckle Brothers. The applicant, Stephen L. 
Bartlett Company, seeks registration of the mark ““Havesome’’ for 
cocoa. Applicant has taken testimony indicating use of its mark 
“Havesome” on cocoa as early as November, 1915. 

Opposer alleges use of the mark “Drinksum”’ on coffee since 
March, 1914, as indicated in Registration No. 103,638, dated April 
13, 1915. The notice of opposition also refers to Registrations 
Nos. 52,053, 52,054 and 54,198, issued to the opposer in 1906, for 
the word “Drinksome” on teas, cocoa and chocolate. 

Opposer has introduced testimony indicating use of the mark 
“Drinksum’”’ as early as November, 1913 (Schuetz, X-Q. 29; Up- 
craft, Q. 6; Clark, Q. 8); this is prior to any use to which the 
applicant is entitled. In the case of Walter Baker §& Co., Ltd. v. 
Harrison, 1909, C. D. 284, 32 App. D. C. 272, the Court of Ap- 
peals held that coffee and cocoa belong to the same class of goods 
so that the sole question here is as to the probability of confusion 
caused by the two marks. It may be admitted that the labels 
submitted are not similar and that the appearance of the words 
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‘‘Havesum” and “Drinksum” are not similar. It may be admitted 
that the sounds of the two words when pronounced are not similar. 
The idea conveyed by the marks seems so similar that con- 
fusion would be likely to arise, especially when it is remembered 
that goods of this particular class are frequently purchased by 
children and servants whose memory for details is not acute. 

In National Biscuit Co. v. Baker, 95 Fed. Rep. 135, the court 
held “Iwanta” an infringement of “Uneeda,” saying, “Both express 
the same idea, namely, that the prospective purchaser’s personal 
comfort would be promoted by the acquisition of a biscuit.’ The 
court held “Knox All” an infringement of “Beats All.” In Florence 
Mfg. Co. v. Dowd, 178 Fed. Rep. 73, the court thought that “if 
‘Keep-Clean’ were a valid trade-mark, ‘Sta-Kleen’ would infringe 
it.’ Similarly in Stamford Foundry Co. v. Thatcher, 200 Fed. 
Rep. 324 [8 T. M. Rep. 149], the court found “Messmate” likely 
to be confused with “Shipmate’” since the words had a similar 
suggestion. See also Ex parte, Ino Medicine Company, 1902 C. D. 
376. 

Applicant cites many cases where some similar marks were 
held free from objection, but it seems in most of the pertinent cases 
long contemporaneous use without actual confusion or dissimilar 
packages and labels were the controlling features of the cases. 

Attention is called to the fact that many compound words, 
including the syllable “have” or “some” or “drink,” have been 
registered for other goods, the suggestion being made that since 
these marks are all in use additional confusion will not be caused. 
It does not appear, however, that any of the marks referred to 
are nearer the marks here in issue than were those referred to in 
the decision of the Assistant Commissioner in the case of R. H. 
Macy & Co. v. New York Grocery Co., 276 O. G. 596 [9 T. M. 
Rep. 307]. Despite that state of trade-names the Court of Ap- 
peals overruled the Commissioner and held that the trade-mark 
use of “White Lily” for coffee should be cancelled because of a 
prior use of “Lily White” for tea. It is believed that this case 
should be controlled by the cases already cited and The Prest-O- 
Lite Company, Inc. v. Play-O-Lite Company, Inc., 277 O. G. 790 
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[9 T. M. Rep. 818]; The Procter §& Gamble Co. v. Euey Shortening 
Co., 278 O. G. 869 [9 T. M. Rep. 819]; and William Waltke & 
Co. v. Geo. H. Schafer & Co., 278 O. G. 680. In the latter case 
the Court of Appeals said: “Of course if the intending purchaser 
could see both marks together, he would readily note the difference 
between them, but if, upon seeing only one, he must rely upon 
his memory of the other, he would not be likely to apprehend the 
distinction.” 

The last named case disposes also of the contention of appli- 
cant that no actual confusion has been shown. It may be that as 
long as applicant confines its mark to cocoa and opposer confines 
its mark to coffee, there will be no substitution of one for the other 
in trade, but it seems probably that if both were selling coffee or 
both cocoa, the trade-marks would be likely to cause confusion or 
mistake in the mind of the public and that is sufficient. 

The decision of the Examiner of Interferences is reversed. 


Tue Unitep Reraiters, Inc. v. Pantrett Hector 
Commissioner of Patents 
July 1, 1921 


Trave-Marxs—“Y.D.” ror C1Gars—CaNCELLATION. 
The adoption by the petitioner of the monogram “Y.D.” as a 
trade-mark for cigars prior to its use by the registrant is ground for 
the cancellation of its registration by the latter. 


Appeal from a decision of the Examiner of Interferences. 


Affirmed. 


Mitchell, Chadwick § Kent, of Boston, Mass., for the peti- 
tioner. 
Chapin and Neal, of Boston, Mass., for the registrant. 


Kart Fennina, A. C.: This is an appeal from the decision 
of the Examiner of Interferences granting the petition of The 
United Retailers, Inc., for cancellation of trade-mark No. 130,184, 
registered by Panteli Hector for cigars. 
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The registered mark consists of a monogram formed of the 
letters “Y.D.” Use is claimed by the registrant since April 1, 
1919. Prior use is alleged by the petitioner. Testimony was 
taken by both parties. 

J. H. Johnson, treasurer of petitioner, testified that The United 
Retailers began to sell the “Yankee Division” or “Y.D.” cigar in 
November, 1918, and that he fixed the date from recollection and 
by reference to books of record, invoices, bills of lading, etc. These 
documents were not introduced, but the witness produced a box 
alleged to have been in his possession since February, 1919, and 
similar to those employed in the sale of cigars which bore the 
words “Yankee Division” and also the monogram “Y.D.” Cigar 
labels also were produced bearing the monogram “Y.D.” The 
witness gave further details of sales, labels and advertisements. 
He produced a letter from his son, Howard D. Johnson, then in 
the army in France, which letter was dated June, 1918, suggesting 
to the witness the adoption of “Y.D.” as a mark for cigars. Wit- 
ness further produced a letter dated March 14, 1919, from an 
aide of General Edwards, seeming to be a reply to a letter from 
petitioner, dated November 30, 1918, which related to General 
Edwards’ picture on the “Y.D.” label. 

Trade-mark No. 125,485, for the words “Yankee Division’’ 
was registered May 20, 1919, on an application filed November 
29, 1918, by Morris D. Newman & Company. Johnson testified 
this was registered at his request, as Newman & Company at that 
time were making “Y.D.” cigars for petitioner. The labels filed 
in November, 1918, with the application for registration, No. 125,- 
485, show not merely “Yankee Division,’ but also monogram 
“Y.D.” and seem to be identical with the label on the box produced 
by the witness. This registered trade-mark has been assigned to 
petitioner. 

Howard D. Johnson also testified that he was the son of John 
H. Johnson. He identified his letter of June, 1918, and testified 
that he received in January, 1919, from his father cigars bearing 


the “Y.D.” label. 
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The testimony seems to be sufficiently supported to show use 
of the mark “Y.D.” by The United Retailers, Inc., prior to April 
1, 1919, and the decision of the Examiner of Interferences granting 
the petition for cancellation is affirmed. 


C. W. Taves Co. v. Ropert Reis & Co. 
Commissioner of Patents 
July 7, 1921 


TrapE-Marxs—Oppositrion—“MANHATTAN” FOR UNDERWEAR AND Hostery. 
Where opposer had begun to use the name “Manhattan” as a 
trade-mark for hosiery after its adoption by applicant as a mark for 
knitted and woven underwear, the former had no right to the mark 
and its opposition fails. 


Appeal from an action of the Examiner of Interferences. 
Affirmed. 


Arthur E. Wallace, of Chicago, Ill., for C. W. Taves Co. 
Briesen & Schrenk, of New York City, for Robert Reis & Co. 


Karu Fennine, A. C.: This is an appeal from the action of 
the Examiner of Interferences granting a motion under equity 
rule 29 to dismiss an opposition to the registration of applicant’s 
trade-mark consisting of the word “Manhattan” as applied to 
knitted and woven underwear, hosiery, bathing suits and sweaters. 

It appears that applicant has applied the mark to knitted 
and woven underwear since 1869 and that during the period be- 
tween 1895 and 1905 the applicant’s use has been exclusive. The 
applicant has used the mark on hosiery since 1917. The opposer 
has used the mark on hosiery since 1914. 

It is argued that since applicant was employing the mark on 
knitted underwear in 1914, the opposer was not entitled to adopt 
the same mark for hosiery. This seems to be supported by the 
decisions of the Court of Appeals in H. Wolf §& Sons v. Lord & 
Taylor, 202 O. G. 682, 41 App. D. C. 514 [4 T. M. Rep. 632]. 
From this it is further argued that opposer would not be damaged 
by applicant’s application of its mark to hosiery. Since the opposer 
has no right to the mark as applied to hosiery it seems clear that 
it cannot be damaged by applicant’s use of the mark. 
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The decision of the Examiner of Interferences is affirmed and 
the opposition dismissed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Corporate Name 


Coutston, A. C.: In a cross appeal in cancellation proceed- 
ing, it was held that the goods were of different descriptive prop- 
erties, but the mark was cancelled because “Aunt Jemima” is part 
of the corporate name of the Aunt Jemima Mills Company. The 
latter point is controlled by the Simplex cases and the goods are 
of different descriptive properties. Affirmed.’ 

Newton, C.: A trade-mark for valve grinders and other 
goods, consisting of the word “Continental” written across a rep- 
resentation of the Western Hemisphere, was opposed on the ground 
that it was part of the corporate name of a corporation engaged 
in the manufacture of motors and motor parts. It is admitted 
that the opponent’s use of the name antedates the use of this mark 
by the applicant. Whether the goods are the same is immaterial, 
as they are near enough to come under the decisions which con- 
trol. Simplex Electric Heating Co. v. Ramey Company, 243 O. G. 
793 [6 T. M. Rep. 574]; Asbestone Co. v. Philip Carey Mfg. Co., 
200 O. G. 857 [4 T. M. Rep. 161]; Burrell § Co. v. Simplex Elec- 
tric Heating Co., 225 O. G. 737 [6 T. M. Rep. 236]; Mansfield 
Tire & Rubber Company v. Ford Motor Company, 222 O. G. 1056 
[6 T. M. Rep. 141].? 


Descriptive Terms 


Coutston, C.: A trade-mark for ash cans, garbage cans, etc., 
consisting of the words “The Home of Good Hardware,” on a 
pennant, is descriptive, the phrase being common in the names of 
business houses.* 


*Aunt Jemima Mills Company v. Wakefield, 137 Ms. Dec. 406, Feb. 
25, 1921. 

?Continental Motors Corp. v. Continental Auto-Parts Co., 135 Ms. 
Dec. 285, June 26, 1920. 

*Ex parte, Bannister & Pollard Company, 137 Ms. Dec. 285, March 
11, 1921. 
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Mann, C.: “Cutané’” as a trade-mark for a skin preparation 


4 99 


is equivalent to the French word “cutané,” meaning cutaneous, and 


is descriptive. It is not less descriptive because it is in a foreign 


language.* 

Mann, C.: “Stabrite’” for paints is descriptive. Appeal from 
a decision of the Examiner rejecting the application or requiring 
a disclaimer affirmed. (See decision of January 29, 1920.)° 

Wuiteneap, C.: The word “Vogue” as a trade-mark for 
hats was properly rejected, as it is descriptive, meaning “in the 
fashion.” The mark as a whole may be registered with a disclaimer 
of the word.® 

Wuiteneap, A. C.: The word “Taperfit” for tool handles is 
obviously descriptive, meaning that the handles are made to taper 
so as to fit the tools for which they are intended.’ 

Newron, C.: The word “Roadlighter” for headlight lenses 
is about as descriptive as any word could be. It is the sort of a 
mark intended to be provided for under the Act of March 19, 
1920, and is not registrable under the Act of 1905.° 

Newton, C.: Application was made to register a mark con- 
sisting of the words “Art Corners” with an outline border, the let- 
ters A and C being made in the shape of one of the applicant’s 
corners, which are intended to be used in mounting pictures. Held, 
that notwithstanding the irregularities of lettering, the goods will 
be known as “Art Corners” and the words are, therefore, descrip- 
tive. It is the words and not the manner of writing them that is 
the dominant feature of the mark. The specimens show the pic- 
ture of a girl holding up a frame in which the picture is held by 
the applicant’s device. The whole of it under the decision of the 
Supreme Court (Beckwith v. Commissioner of Patents, 274 O. G. 
618), should be shown in the drawing and the description be dis- 


‘Ex parte, Nicholas L. Thomas, 137 Ms. Dec. 408, Feb. 25, 1921. 

‘Ex parte, Chas. R. Long, Jr., Co., 137 Ms. Dec. 298, Jan. 28, 1921. 

*Ex parte, Vogue Hat Company, 136 Ms. Dec. 60, Sept. 13, 1920. 

‘Ex parte, Strombeck-Becker Mfg. Company, 135 Ms. Dec. 332, July 
7, 1920. 

*Ex parte, C. A. Shaler Company, 135 Ms. Dec. 243, June 23, 1920. 
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claimed. The words “Art Corners” are not merely descriptive and 
need not be disclaimed.°® 

Covurston, A. C.: The words “Silk Down” as a trade-mark 
for mattresses were rejected as descriptive. Decision was reversed 
because the word was not found in the dictionary, it being a newly- 
coined word. Either word is descriptive, but the combination is 
not. At most, it is suggestive.’® 

Wuiteneap, C.: The words “New Delft as a trade-mark for 
enamelware is held to be descriptive, as indicating that the article 
is an imitation of delftware. If not descriptive, then it is de- 
ceptive."* 

Wuiteneap, C.: The word “Lastlong” as a trade-mark for 
underwear is descriptive. Extensive use makes it no less so.** 

Wuirteneap, C.: The words “Close Cupled” as a trade-mark 
for laths seems to describe the compactness of the lath. Rejection 
affirmed.** 

WuitTeEHEap, C.: The trade-mark “Comme I] Faut” for leaf 
tobacco was rejected as being descriptive. It is so held after 
(109 Ms. Dec. 398). The mark may be registered as a whole, with 
disclaimer of the words.** 

Wuirteneap, C.: The trade-mark “Grip-On2” for cotton belts 
is registrable and is no more descriptive than “Freflo” (Ez parte, 
Binney §& Smith Co., 112 Ms. Dec. 806 [4 T. M. Rep. 170]); 
“Dribrush” (Holtzman, 180 Ms. Dec. 895 [9 T. M. Rep. 515]); 
“Square Turn” (Albaugh Dover Co., 129 Ms. Dec. 478 [9 T. M. 
Rep. 820] ).?° 

Wuireneap, C.: The word “Twncone” for clutches is equiva- 

*Ex parte, Albert W. Engel, 135 Ms. Dec. 169, July 19, 1920. 

my Ex parte, Crescent Feather Company, 136 Ms. Dec. 139, Sept. 24, 
m: i Ex parte, Simmons Hardware Company, 136 Ms. Dec. 66, Sept. 13, 
a Ex parte, Lastlong Underwear Clo., 136 Ms. Dec. 65, Sept. 13, 1920. 

* Ex parte, Davis Machine Tool Co., 136 Ms. Dec. 65, Sept. 13, 1920. 

* Ex parte, Henry Bohme & Sons, 136 Ms. Dec. 64, Sept. 13, 1920. 


* Ex parte, Victor Balata & Textile Belting Co. 186 Ms. Dec. 62, 
Sept. 13, 1920. 














272 ELEVEN TRADE-MARK REPORTER 





lent to the two words “Twin Cone” and is descriptive and not reg- 
istrable.*® 

Wuireneap, C.: The word “Concertone” for pianos is de- 
scriptive. A piano tuned to concert pitch is understood to have 
a characteristic brilliancy of tone.** 

Mann, A. C.: The words “Good Workmen Know the Differ- 
ence” as a mark for an abrasive is a mere descriptive slogan and 
is not registrable.*® 

Coutston, A. C.: An appeal from a dismissal of a Notice 
of Opposition filed to the registration of a trade-mark for cuff 
buttons. Applicant appealed from the ruling of the Examiner of 
Interferences that the mark is not registrable because it is de- 
scriptive, and the opponent from the granting of applicant’s motion 
to dismiss on the ground that the opponent is not aggrieved, since 
the mark is held not to be registrable. 

The trade-mark applied for consists of the representation of 
a fist and picture of a cuff button. The picture of a hand and cuff 
button was used in circulars and other forms of advertisement. The 
Examiner of Interferences was right, in that the mark is descriptive 
and registration should be refused (Scholl Mfg. Co., 276 O. G. 
599). It is the duty of the Examiner of Interferences to deter- 
mine the right to registration as well as the sufficiency of the ob- 
jection to registration (T. M. Act, Sec. 7). He is not limited to 
the grounds set out in the Notice of Opposition.’® 


Disclaimer Under Havana Union 








Wuireneap, C.: On petition. In transmitting an applica- 
tion for international registration to the office of the Examiner, 
the office is required to transmit a certificate containing a facsimile 
of the mark. Where the registration contains a disclaimer, the 


cut is not a facsimile, unless the disclaimer is included in this cer- 


* Ex parte, Link-Belt Company, 137 Ms. Dec. 269, Jan. 26, 1921. 
**Ex parte, Mansfield Company, 137 Ms. Dec. 140, Dec. 27, 1920. 
**Ex parte, Manning Abrasive Co., 137 Ms. Dec. 71, Dec. 11, 1920. 
* Barnes, Trustee in Bankruptcy for C. D. Lyons Co. v. Baer & Wilde 
Co., 186 Ms. Dec. 484, Nov. 27, 1920. 
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tificate. The mark in this case consists of a center design enclosed 
in two concentric circles, between which are words “Continental 
Motors America’s Standard.” The certificate of registration con- 
tained the following disclaimer: ‘““No claim is made to the words 
‘Continental Motors’ and ‘America’s Standard’ appearing in the 
space between the rings. The words ‘Continental Motors’ and 
‘America’s Standard’ are no part of this mark.” The certificate 
required by the regulations of the Havana Bureau was accordingly 
refused, apparently because no provision can be made in this cer- 
tificate for the inclusion of the disclaimer.*° 


Geographical Terms 


Coutston, A. C.: The words “Pennsylvania Golf” for lawn 
mowers were refused registration as descriptive and geographical. 
It appears that the word “Pennsylvania,” however, has already been 
registered under the ten-year clause and the mark is rather sug- 
gestive than descriptive, and the geographical signification of the 
word “Pennsylvania” should not defeat the registration. Decision 


reversed.”* 

Wuiteneap, C.: Opposition to the registration of a trade- 
mark for “Tobasco Sauce.” On appeal from the decision of the 
Examiner of Interferences dismissing the opposition. The opposi- 
tion appears to have been brought, not on the ground of objection 
to the trade-mark, but on the use of the word “Tobasco” in the 
description of goods upon which the mark is used. In the case 
of McIlhenny Sons v. New Iberia (153 O. G. 547), the Court of 
Appeals of the District of Columbia held that the word “Tobasco” 
is geographical, hence the motion to dismiss was properly granted. 
The mark applied for is entirely different from any mark claimed 
by the opponent and an opposition cannot be based on the use in 
the description of goods of the word claimed by the opponent.** 

Wuirteneap, C.: Appeal was made by the registrant from 
a decision cancelling the registration of a trade-mark which consists 


* Ex parte, Continental Motors Corp., 137 Ms. Dec. 115, Dec. 23, 1920. 
* Ex parte, John Braun & Sons, 136 Ms. Dec. 35, Aug. 2, 1920. 
* McIihenny Company v. Trappey, 135 Ms. Dec. 436, July 1, 1920. 
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of a circular field surrounding the name and address of the regis- 
trant, and the words “Tobasco Pepper Sauce,” all on a diamond- 
shaped figure. The petition was based on the ground that the 
word “Tobasco” was a prominent feature of the mark and had 


not been in exclusive use by the applicant during the ten-year 


period. The essential feature of the mark—the word “Tobasco’’— 
is claimed by the registrant to be a good common-law trade-mark. 
It has, however, been held to be a geographical term (McIlhenny’s 
Sons v. New Iberia Extract Co., 34 C. of App. D. C. 4380), and 
it appears from the proceedings that the registrant has not had 
ten years’ exclusive use, since the registrant charged use of the 
mark by the petitioner during the ten-year period. The petition 
for cancellation was, therefore, properly sustajned.** 


** B. F. Trappey & Sons v. McIlhenny’s Son, 136 Ms. Dec. 496, Dec. 1, 
1920. 








